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PART I 


IS YOUR ADVERTISING DESTROYING YOUR TRADE-MARK? 


Why the Difference Between Legal and Advertising Concepts of Trade-Marks is 
Important to You 


By Isaac W. Digges* 


Not so many years ago, the Federal Circuit Court of Appeals, sitting in New 
York, by unanimous decision, deprived a very prominent manufacturer of the right 
of exclusive use of the trade-mark under which his product had been introduced and 
sold to the public. In voiding the trade-mark, the Court pointed out that the course 
of conduct of the trade-mark owner, and especially his advertising campaign, tended 
to make the trade-mark a generic term, descriptive of the product itself, rather than 
a symbol of the commercial origin of the product. When this result had been 
reached, the trade-mark had lost its inherent characteristic and thus had become the 
property of the public at large. If this decision had been an isolated instance, it 
could be dismissed from further consideration. It was not, however, an unusual 
situation, but one which in one form or another has been repeated time and again. 

From the language of the Court, it immediately appears that advertising had 
played a dominant role in the tragedy, for in that case, as in others, the misuse or 
abuse of the trade-mark in the advertising of the trade-mark owner formed the bulk 
of the testimony of the opposing party, and weighed heavily in the decision of the 
Court. 

When trade-marks upon which millions are being spent to create lasting values 
can so easily be lost to their owners through inattention or carelessness, it would 
seem appropriate that the basic characteristic of a trade-mark be examined anew 
and that we take a refresher course in our trade-mark ABC’s. 

A trade-mark, in the contemplation of the law, means a particular article or ar- 
ticles originating from a single source. 

In an advertising sense, a trade-mark represents the residuary value in good-will 
resulting from the expenditure of the advertising dollar—a symbol of expectancy of 
continuing sales for the product to which it is affixed. 

To preserve a sense of balance in the appraisal of trade-mark questions, it is vital 
that these two definitions be kept clearly in mind. It is of paramount importance 
that all consideration of the trade-mark in an advertising sense be related to the 
trade-mark as a legal concept, for it is the juridical conception of the trade-mark, 
springing from the necessities of the public and of business generally, that will guide 
the courts in their decisions. 





* Counsel to the Association of National Advertisers. Reprinted by permission from Printers’ 
Ink, April 20, 1945, p. 19 and April 27, 1945, p. 40. 
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The advertising conception of a trade-mark and the law’s conception of a trade- 
mark, at first blush, might appear to be in complete harmony with each other. Noth- 
ing could be further from the truth. In practical application they may be continu- 
ously at war. In many cases the application of the advertising conception may even 
destroy the legal sufficiency of the trade-mark. This may sound abstruse. An 
effort will be made to state the problem more concretely. 

The pages of many contemporary publications are replete with instances of ad- 
vertisers who spend vast sums of money in popularizing their trade-marks in a man- 
ner to make them so well known that to the public they come to represent types or 
classes of products as distinguished from products from a single source. Yet these 
trade-mark owners at the same time expect to retain exclusive use of the trade- 
marks which they themselves have pushed into the dictionary as common words. 
Once the advertiser has achieved the anticipated result of a studiously conceived 
campaign, he often awakes with a rude shock to learn that he has enriched the English 
language with a new word and by the same token has made his former trade-mark 
available to all of his competitors. The mark no longer represents a particular ar- 
ticle originating from a single source. It is gone, so far as the originator’s rights of 
ownership and exclusive use are concerned. 

What makes this subject of timely interest? One answer might be that there are 
those in Washington who wish fervently to limit the usefulness of trade-marks in 
one manner or another, and it is important that trade-mark owners, faced with an 
invasion from without, should make sure that they are taking needful steps from 
within to make their trade-marks as safe as possible. 

There are two schools of philosophy at Washington. One group instinctively 
distrusts the advertising process because of its power in competition. Numerically 
that group is smaller than it was prior to Pearl Harbor. Many in government, at 
first skeptical of the constructive forces at the command of the advertising skills, have 
remained to applaud the convincing proofs of the work performed by advertising in 
the interest of the nation at war. 

Others at Washington—and they form a sizeable group at the Department of 
Justice—look askance at trade-marks as instruments of monopoly, and have force- 
fully urged their views upon Congress and the courts. They wish to limit trade- 
mark rights, because they assert, trade-marks may be used to promote cartels, to 
fix prices, to extend the patent monopoly and to monopolize the language of the 
market place—whatever that means. Of course, the protagonists of the Department, 
by the very contentions which they have made, show a singular lack of understanding 
of the true nature of trade-marks, as well as an immaturity in comprehending the 
economic facts of life. But they are vocal, alert, and apparently believe what they 
say. 

These attacks from without are sometimes aided and abetted unconsciously by 
others within the advertising structure—that is, others than national advertisers. 
An illustration of that sort of thing may be found in the letter column of a recent 
issue of Time magazine. The magazine, in editorializing upon a communication 
received from the president of a large corporation, stated that the corporation’s trade- 
mark like others “which have been hammered into the vocabulary by their own ad- 
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vertisers .... is on the way to becoming a new common noun in the English lan- 
guage.” The magazine was thus adding its contribution to the creation of a public 
belief that the manufacturer's trade-mark was on its way to the limbo of lost souls. 
Had the publication been a bit more analytical, its editors would have realized that 
by analogous reasoning they were saying that Time, which in fact is a generic word 
is a type of news magazine as distinguished from a publication of Time, Inc. 

How many advertisers have stopped to ask themselves why “Kodak” is a good 
trade-mark and linoleum is not? Or why “Vaseline” retains its identity as a symbol 
of origin after all these years while aspirin is a generic word? Or what caused cello- 
phane to be lost to its original owners? Or shredded wheat? In each of those in- 
stances it is not necessary to go beyond the advertising campaigns of the trade- 
mark owners themselves to find the answers. 

When a cigarette manufacturer advises the public in strident tones that the X 
brand of cigarettes means fine tobacco, he finds many to imitate him. The air waves 
vibrate with the messages of trade-mark owners who aver that the A product means 
quality, that the B product means a guaranteed life, or that the C product means 
good health, or claims of similar import. Of course, they do not mean any of those 
things. They mean products originating from a particular source. It would be most 
embarrassing to the trade-mark owners who are today deliberately saying to the 
public that their trade-marks mean something different from what they really 
mean, if they were confronted in Court with their own advertisements in litigation 
involving the validity of their trade-marks. 

The problem of protecting the trade-mark begins with the selection of the 
mark. Lack of proper care in selection results often in adopting a trade-mark 
which has fundamental legal weaknesses or which is susceptible to improper use 
as the descriptive name of the product. 

Even when a good trade-mark has been adopted, its owner in many instances 
loses it when he permits the trade-mark to lose its significance as a symbol dis- 
tinguishing the commercial source of the article bearing the mark. 

Other contributing factors in the loss of trade-marks are the granting of permis- 
sion to others to use the mark, either by actual or implied consent, or by sleeping 
on one’s rights when others use the mark. 

Still another reason for the loss of marks, imperfectly understood by most trade- 
mark owners, arises from allowing the quality of the product to deteriorate, or to 
be altered substantially in composition or formula. In the highly competitive 
economy that the post-war era will usher in, trade-mark owners should be especially 
vigilant to maintain the integrity of their products and their trade-mark symbols. 
The temptation to cut corners with cheapened ingredients will be enormous, aided 
somewhat by the fact that, in many instances, manufacturers have become inured 
to turning out second-class products as a compulsion arising from wartime short- 
ages. When temptation looms in that direction, the trade-mark owner should keep 
himself alert to the dangers to his trade-mark. 

When the trade-marks are lost for such reasons as those set out in this article, 
or for other similar reasons, two results come about. First,.an invisible asset of great 
value disappears from the balance sheet of the trade-mark owner; second, an un- 
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necessary tax upon distribution costs has been exacted through the destruction of 
the value of the advertising messages that were used to popularize the mark. 
Some general suggestions will now be made for meeting the problem and re- 
solving the conflict between the law’s conception of the trade-mark and advertising 
necessities, without impinging upon the value of the trade-mark itself. 


How to Protect the Trade-Mark 


Every advertising manager who has the responsibility for protecting the trade- 
marks of his company should frame on his wall—or engrave indelibly upon his 
consciousness—this basic question : 

Does my advertising describe a brand of product of standard grade which can 
be purchased only from my company? 

Each piece of advertising that comes before him for approval should be made 
to answer that simple question in the affirmative. If the advertisement did not meet 
the three basic requirements implicit in the question—(1) a brand of product, (2) 
of standard grade, (3) originating from a single source—he should realize that the 
storm signals are up and that his trade-mark is in jeopardy. 

The very first step in a company’s inter-office organization to provide trade- 
mark protection is to coordinate supervision of trade-marks within the company. 
The lack of coordination between company departments often has been the cause 
of ensuing difficulties. In some companies it has been found desirable to create a 
trade-mark committee through which the advertising, legal and sales departments 
function in close liaison. In others the responsibility for trade-mark protection 
is squarely vested in a competent person who also has general supervision over 
advertising and works with the company’s trade-mark counsel. In still others, es- 
pecially where there exist a number of trade-marks requiring constant scrutiny, the 
company retains an experienced resident trade-mark attorney who works closely 
with the advertising and sales executives. Any one of these methods is good as they 
all have the common merit of giving continuous attention to trade-mark questions. 
Unhappily, there are too few of such types of organizations, and most instances of 
the misuse of trade-marks do not come to the scrutiny of counsel until it is too late 
to do anything about it. At that stage, the lawyer cannot reframe the advertising 
messages that already have been published ; and those messages are just as available 
to the company’s adversary in litigation as they are to its own lawyer. 

Once the importance of an inter-office company organization for protecting trade- 
marks has been recognized, and a functioning plan has been devised for the purpose, 
there remains the problem of how best to procure results from the practical operation 
of the plan. 


Obviously, in a paper of this limited scope, suggestions may be made only in 
a very general manner, leaving to each company and its counsel the application, 
elaboration and implementation of the general views expressed or of the questions 
raised. 


A complete checklist of do’s and don’ts in protecting trade-marks would require 
an analysis of all leading cases to determine what things have caused people to lose 
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their trade-marks. Lack of proper care in selection results often in the adoption 
of a trade-mark’which has fundamental legal weaknesses or which is susceptible to 
improper use as the descriptive name of the product. High up on the list of causes 
of the loss of trade-marks is the loss of trade-mark significance, that is, as a symbol 
distinguishing the origin of all articles bearing the mark. Permission to others 
to use the trade-mark, by actual consent, by a policy of inertia, or by sleeping on 
one’s rights are other contributing factors of significance. Deterioration of quality, 
or the substantial alteration of formula, may constitute still further reasons why 
trade-marks may be lost. 

From what was stated in the first article, it at once becomes apparent that the 
trade-mark owner should be eternally vigilant to assure himself that his trade- 
mark is not being used in his advertising or on his packages as a name descrip- 
tive of a kind of goods as distinguished from a symbol distinguishing the commer- 
cial origin of this particular brand. 

Another important duty of the trade-mark owner is to play fair with the con- 
suming public. In these days of ever-increasing shortages of certain war-vital ma- 
terials, it often becomes necessary to change an important ingredient in the trade- 
marked product. The public should be made aware of such a change by an affirma- 
tive act of the trade-mark owner. Such a word as “war-time,” used conspicuously 
in connection with the trade-marked product would constitute one method of putting 
the public on notice that the product has been temporarily altered, and that at a date 
in the future the original product will be back on the market. There is an old saying 
in law that “a man asking equity must come into court with clean hands.” An 
equity court might well feel that a man who did not properly inform the public of 
a substantial change in his product was not entitled to judicial protection of the 
trade-mark used on that product. 


Some of the principal questions put by the courts in formulating their decisions 
in trade-mark cases are these: 


Does the trade-mark mean to the trade and the public that products bearing the 
trade-mark come from a particular source? 

Is the trade-mark owner’s course of conduct in his advertising causing the 
trade-mark to become descriptive of the product rather than the brand? 

Is the trade-mark owner allowing others to act in such a way as to amount to 
his abandonment of the trade-mark ? 

Are the quality and other inherent characteristics of the trade-marked product 
controlled by the owner of the trade-mark ? 

If the trade-mark is used on a patented commodity, do the advertising and labels 
use descriptive words which will enable people to identify and select the commodity 
without reference to the patented thing or to the trade-mark? Was the trade-mark 
in use prior to the patent? What the trade-mark mentioned in the patent? 

Is the trade-mark apt to mislead or deceive the public? Does it lead the public 
to believe the product possesses qualities or ingredients which it does not possess? 
Is it false, indecent or scandalous? Does it contain any misrepresentation ? 

Is the trade-mark a personal or family name? If so, is there another competing 
product of the same name on the market? Who has priority of use? 
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Question Yourself 


Because these are typical of the questions put by the courts in assaying the validity 
of trade-marks in litigation, it does not seem amiss to suggest that every trade-mark 
owner should ask himself the same sort of questions regarding each of his active 
trade-marks. In a vast number of instances trade-mark owners would be amazed 
to find the weaknesses in their trade-marks which would confront them if they 
should ever find themselves in court fighting for the protection of their trade-mark 
symbols. A quiz-test is recommended to arouse an awareness as to the very nature 
of trade-marks and how they may be lost or impaired, a subject made timely by 
the frontal and flank attacks presently being aimed at our trade-mark system. 

This article and its predecessor were not intended to make of every man his 
own trade-mark attorney but merely to restate the fundamental considerations in 
the protection of trade-marks and to create an alertness towards the problem. It 
is felt that if there is a clear understanding of the problem, with a statement of the 
reasons why the problem exists, each person affected will take the steps necessary 
in his particular case. Some general indices as to solutions of the more common 
questions have been advanced because it would appear to be the responsibility of 
one who has raised the issue to make that contribution to the question. 


LC 
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